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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

In re Application of: 

Luis Eduardo Gutierrez-Sheris Examiner: Karmis, Stefanos 

Group Art Unit: 3624 

Serial No.: 09/635,330 
Filed: August 9, 2000 

For: MONEY-TRANSFER TECHNIQUES 



Commissioner for Patents 
P. O. Box 1450 
Alexandria, VA 223 13-1450 

RESPONSE TO QFFTCE ACTION 

This is in response to the office action dated October 5, 2004, the time for 
responding th ereto having been requested to be extended. In view of the following 
discussion, reconsideration and allowance of this application are respectfully 
requested. 

Claims 1-32 were rejected under 35 U.S.C 103(a) as being unpatentable over 
Ito et al. (Ito) (US Patent 6,039,250) in view of Davis et al. (Davis) (US Patent 
6,298,336). Applicant respectfully traverses this rejection for the reasons discussed 
below. 

Ito is directed to the use of IC cards for storage and transfer of electronic 
money- The IC cards are used with so-called information processing units (1, 2) that 
communicate with an electronic money server (3). The electronic money server may 
be installed in a bank. (col. 3, lines 17-62). The Ito patent describes the process of 

1 
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sending electronic money contained in an IC card from one party to an IC card 
held/owned by another party (col. 4, lines 4-14). To carry out the electronic transfer 
of electronic money, the "remitter" sets his/her IC card into an information processing 
unit (1) and remits a designated amount of electronic money to be transferred, (col 4, 
lines 22-27). The recipient ("receiptor") then must insert his/her IC card into an 
information processing unit (2) to accept the transfer (and authorize the transfer 
before the actual transfer is carried out) (col 5, lines 21-56). The electronic money 
server (3) facilitates the transfer (col. 4, line 57 to col. 5, line 1 1). A security key 
(password), which may be a cipher key, is utilized to ensure proper security of the 
electronic money transfer (col. 4, lines 51-56; col. 5, lines 31-35). 

Davis is directed to activating cards at the point of distribution. Davis 
addresses the problems encountered with the sale of stored value smart cards, most 
especially their vulnerability to theft prior to sale. The solution, as proposed in Davis, 
is to activate stored value cards securely at the point of distribution, i.e., when the 
card has been purchased, (col. 1, lines 24-35; col. 2, lines 6-1 1). The details of card 
activation, whether carried out by a machine (e.g., vending machine) or a human 
teller, upon purchase of the card is described throughout the detailed description 
section. 

It is Improner to Combine Ito and Davis 

It is submitted that it is improper to combine Ito and Davis to reject applicant's 
claims. Both references pertain to smart cards containing money therein, but 
otherwise they are quite distinct from one another. Davis pertains solely to how a 
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smart card is securely activated when purchased, principally to overcome the problem 
of theft of stored^ value cards prior to purchase. Ito pertains to how electronic money 
can be transferred between different owners of already "activated," as well as 
disseminated, IC cards. Davis is not concerned at all with transfer of electronic 
money from one card to another. Ito is not concerned at all with how its IC cards are 
initially distributed or activated- Moreover, Ito is not concerned with problems of 
theft of IC cards, before or after distribution (or sale) to individuals. Davis is not 
concerned with how already purchased cards are utilized or how money can be added 
to an already activated card. 

In view of the foregoing, since Davis is concerned solely with the initial 
activation of a card at the point of distribution (i.e., sale), and Ito is concerned solely 
with how money can be transferred between already disseminated cards, why would it 
be obvious to combine these references? 

In the office action, the Examiner asserts that: 

"it would have been obvious to one of ordinary skill in the art . . .that the 
teachings of Ito could be modified to include the beneficiary obtaining a new 
card for transferred funds because it provides an efficient manner to allow a 
beneficiary to obtain funds, specifically if the beneficiary does not already 
have an existing smart card and would thus need a new card to obtain the 
transferred money/ 5 (office action, page 4, line 17 to page 5, line 1). 

The Examiner's first assertion that "it provides an efficient manner to allow a 

beneficiary to obtain funds" is without basis, Ito alone purportedly does this and 

Davis does not add any efficiency to the transfer of funds from one person to another 

as carried out by Ito. The Examiner's second point - "specifically if the beneficiary 

does not already have an existing smart card and would thus need a new card to 

3 
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obtain the transferred money" » is a fact scenario that is neither addressed nor 

suggested in Ito. There is no suggestion, direction or motivation in Ito to deal with 

the situation of when the recipient does not having an existing smart card. Thus, one 

of ordinary skill in the art would not be motivated to modify the teachings in Ito so as 

provide any sort of activation at distribution of the IC cards discussed in Ito. 

Since there is no teaching or suggestion in Ito that pertains to how the 

disclosed IC cards are activated or distributed, and there is no disclosure in Davis as 

to how one would or may want to transfer money from one smart card to another, it 

appears that the Examiner is using applicant's claimed invention as a guide to 

combine the prior art in a way that purportedly produces the claimed invention. 

However, the Federal Circuit has been consistent in warning against hindsight 

reconstruction of the prior art. As pointed out in Uniroyal v. Rudkin-Wiley, 5 

U.S.F.Q. 2d 1434, 1438 (Fed. Cir. 1988); 

"When prior art references require selective combination by the court to render 
obvious a subsequent invention, there must be some reason for the 
combination other than the hindsight gleaned from the invention itself „. . 
Something in the prior art as a whole must suggest the desirability, and thus 
the obviousness, of making the combination." 

* * * 

it is impermissible to use the claims as a frame in the prior art references as 
a mosaic to piece together a facsimile of the claimed invention." 

Even though the combination of references may suggest the claimed invention, 

there still must be some teaching or suggestion in at least one of those references or in 

the prior art as a whole, that would lead one with ordinary skill in the art to make the 

combination. Id. at 1439. 
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Ito is directed to the transfer of money between IC cards already in the 
possession of individuals, and this reference is not at all concerned with how those IC 
cards were activated or how they were obtained by the individuals, Ito clearly does 
not concern itself with transferring money from one person with an IC card to another 
who does not have an IC card. Since Ito clearly provides that the recipient has an IC 
card, the Examiner must be using applicant's claimed invention as the sole basis and 
motivation to address the situation of how one can transfer money from an IC card to 
a person who does not have an IC card, U.S. case law provides that such is improper. 

In view of the foregoing analysis and authority, it is submitted that it would 
not have been obvious to one of ordinary skill in the art to combine the teachings of 
Ito and Davis. 

The Combination of Ito and Davis Does Not Produce Applicant's Claimed 
Invention 

Notwithstanding the above discussion, it is further asserted that the 
combination of Ito and Davis does not produce applicant's claimed invention. 

First, it is submitted that one who reads and understands Ito and Davis would 
combine these two references {arguendo) to produce a system/process wherein a non- 
activated smart card is purchased from vending machines or from a human teller and, 
at the point of sale, the smart card is activated and provided to the purchaser, in the 
manner described in Davis. Thereafter, the smart card is utilized, wherein electronic 
money may be transferred to or from another smart card in the manner described in 
Ito. 
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This combination clearly does not cany out or include various features recited 
in each of the independent claims of the present application. For example, this 
combination does not carry out the following steps recited in claim 1 : 

"presenting said unique device pick-up code to one of said distributors" 

"activating one of said money pick-up devices and generating a corresponding 
personal code, via said distributor and said money-transfer company, in 
response to the step of presenting said unique device pick- up code to one of 
said distributors ." (emphasis added) 

In Davis, activation of a card occurs after payment is made and an issuer 

activation key 40 previously relayed to the dispensing machine is used to activate the 

card (col 5, lines 48; col. 14, lines 18-42), As clearly set forth in col 5, lines 35-48, 

reproduced below, the activation key is relayed to the dispensing machine by the 

issuer of the cards and not by the consumer recipient of the card. Further, the 

dispensing machine already contains the activation key prior to any purchase of a 

card. Still further, the security code disclosed in Davis is pre-stored on the card. 

cf When first produced by card supplier 22, stored value card 30 is not 
activated, even though it may be loaded with value. (Of course, supplier 22 
may also produce cards that are activated.)- In conjunction with issuer 
activation key 40, supplier 22 produces a security code which is stored on card 
30. Issuer activation kev 40 is also relayed to dispensing machine 24 . Card 30 
may then be transported to issuer 20, stored and eventually held within 
machine 24 without substantial risk of theft because the card is not activated 
and cannot be used to make a purchase. When customer 26 interacts with 
machine 24 to purchase card 30, issuer activation key 40 is used within 
machine 24 to reproduce the security code and to activate card 30 so that the 
value loaded upon it is available foT use. Card 30 is then dispensed to customer 
26 in exchange for payment." (emphasis added) 

Thus, there is neither teaching nor suggestion in Davis that a device be 

activated in response to receipt of a device pick-up code. 
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Th ft F.xammer' s Proposed Co mbination Lacks Various Features 

As best understood, it appears that the Examiner's proposed combination of 
Ito and Davis is different from that proposed above. Namely, the Examiner's 
proposed combination would entail collecting money from a customer using the 
system disclosed in Ito and then have a beneficiary receive a new card (with the 
transferred money) using the system disclosed in Davis. 

However, one significant deficiency in this proposed combination is that the 
references, individually or collectively, neither disclose nor suggest providing the 
beneficiary with a unique device pick-up code that is then presented to a distributor 
and, in response thereto, activating a money pick-up device, as recited in claim 1. 
Davis neither discloses nor suggests that the beneficiary provide the vending machine 
(or the human teller) with some sort of code. It states that the vending machine 
already contains the codes needed to activate and dispense the card. As for Ito, the 
Examiner refers to col. 5, lines 28-57 of this reference for disclosing the feature of 
presenting the unique device pick-up code to a distributor. This section in Ito does 
provide for an electronic communication from the receiptor's IC card to electronic 
money server 3. However, in the Examiner's proposed combination, the beneficiary 
(recipient - "receiptor") would not have an IC card yet at this point in the process. At 
best, the proposed combination would entail communication between the customer 
(i.e., person sending money)(or his/her IC card) and the vending machine or human 
teller disclosed in Davis. Clearly, the combination would not entail supplying a 
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distributor." 

Moreover. ,he Examiner ^ ft* I<0 discloses providing a beneficiary wt.h . 
^uedevicepick-up code prefers to ooM.^^inUoforsuppor. W. 
This section to ■» reia.cs ,o the — sicn of a request by the Wter» «o the 
electronic money server 3 and, thus, is not applicable. 

iiMMuiiin' d'Tirr Pi' p""" 1 Code 

n is further submitted tha, the proposed combination would no. provide the 
beneficiary win, a "persona, code," as recited in daims 1 and 14 ("PIN" in claim 8), 
„or would the combination en.au operating a money dispensing machine to conec. 

claim 1 and similarly recited in claim 8. 

In the Office Action, the Examiner acknowledges that 

•...oralis ... to teach ... ^.^^ZTSZ^^ 
pick-up devices and a conespondtng ^ sai I beneficiary 

phonal code." (Office Action, page 4, lines 7-13). 

Tire Examiner rehes upon Davis for allegedly disclosing these features, and 
refers to col. 7, lines 66 to. col. 8, hne 36 for support thereof. Contrary to the 
Examiner's assertion, Davis does not provide the benefictary (i,., recipient of rhe 
card) with a personal code tha. is for use in a money dispensing machine (e.g.. an 
AM as recite* in claim 8). Rather, ft. codes described in Davis relate to activation 
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or distribution. Upon activation of a smart card, there are no further codes that are 

described in this reference. 

Moreover, and equally important, Davis actually teaches away from the use of 
providing a personal code (PIN in claim 8) to the beneficiary, which then mustbe 
used with the card to later obtain money, since the principal purpose of the invention 
described in Davis is to prevent theft of so-called stored-value cards. Logically, if a 
personal code is provided to the beneficiary when the mor-ey P ick-up device (ATM 
card in claim 8) is also supplied to the beneficiary, then the invention in Davis would 
become completely unnecessary since a stolen card would have no value without 
knowledge of the personal code. Hence, the combination of Ito and Davis likewise 
would not provide a personal code or PIN to a beneficiary when an activated money 
pick-up device is supplied to the beneficiary. 
Conclusion 

In view of the foregoing discussion, it is respectfully submitted that the 
combination of Ito and Davis for the purpose of rejecting independent claims 1, 8, 14, 
18 and 24 is not proper. Even if proper, these claims are patentably distinct and 
unobvious over this pnor art for the reasons discussed above. It is requested that the 
rejection of claims 1, 8, 14, 18 and 24 be withdrawn. 

As for the dependent claims, since these claims depend either directly or 
indirectly from one of the independent claims, the foregoing discussion is equally 
applicable to the dependent claims and is believed to obviate the rejection of claims 2- 
7, 9-13, 15-17, 19-23 and 25-32. 
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Ar guments sp -Hf-.c to Dependent Claims 

The Examiner's specifically addresses dependent claims 2, 9, 25, 27 and 29 in 

the office action on page 5, lines 3-5. 
Claims 2, 9 and 27; 

Claim 2 recites: 

"said activating step includes transmitting said unique device pick-up code 
from £ A * said money-1xansfer company, ^«»« said 

^TonXcode from said money-transfer company to said distributor' 

Claims 9 and 27 also set forth providing a personal code or a PIN. The 

Examiner asserts that Ito discloses these recited features at col. 5, lines 28-57. 

However, the Examiner's assertion contradicts the Examiner's prior statements that 

«Ito fails . . .to teach . . . generating a corresponding personal code; [and] . . . giving me 

beneficiary ... a corresponding personal code..." (Office Action, page 4, lines 7-13). 

Applicant agrees with the Examiner that Ito does not generate a personal code, such 

as recited in applicant's claims. Thus, chums ; 2, 9 and 27 are further patentably 

distinct and unobvious over the combination of Ito and Davis. 

r^tmfi S 12 and 15: 

Claims 5, 12 and 15 relate to using an automatic number identification (ANI) 
signal from the public switch telephone network. The Examiner asserts that Ito 
allegedly teaches the features recited in claims 5, 12 and 15 and refers to col. 16, lines 
11.32 oftMs reference for support thereof. There is no column 16 in the Ito patent, 
and it is noted mat the Examiner in a prior office action referred to col. 16, lines 1 1- 
32 of the Risafi patent, a previously relied-upon patent withdrawn by the Exammer in 
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light of the applicant's prior response. It is submitted that neither Ito nor Davis 
discloses or suggests the features recited in claims 5, 12 and 15. 

Claims 6. 13 and 16: 

Claims 6, 13 and 16 pertain to matching the ANI signal with previously stored 
distributor data prior to the step of ttansmitting the personal code (or PIN) from the 
money-transfer company to the distributor. Neither Ito nor Davis utilize an ANI 
signal. The Examiner relies upon Davis for allegedly disclosing "matching prior to 
transmitting the PIN from the processing center back to the customer (column 1 5, 
lines 4-42)" (Office Action, page 5, line 14 to page 6, line 2). Contrary to the 
Examiner's assertions, there is no communication in Davis between the vending 
machine and any -processing center" during the activation process. Rather, the entire 
activation process occurs within the vending machine itself, with all activation and 
other codes and information already pre-stored within the vending machine (see 
Davis: col. 5, lines 34-48). In any event, using matching of an ANI with previously 
stored data is neither described nor suggested in the cited prior art. Thus, claims 6, 13 
and 16 are patentably distinct and unobvious over Ito and Davis. 
r-1 aims 20 and 26: 

Claims 20 and 26 state "wherein the providing the beneficiary with the fund 
pickup number step is carried out by the customer." The Examiner refers to Ito at 
col. 5, lines 28-40 for allegedly disclosing this feature. (Office Action, page 6, lines 7- 
8). Contrary to the Examiner's assertion, this section in Ito relates to communication 
between the receiptor's IC card and the electronic money server 3. No where in Ito 
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does it disclose that the customer (i.e., remitter) supply a "fund pickup number" (or 
other sort of code) to the customer (i.e„ receiptor). Therefore, claims 20 and 26 are 
patentably distinct and unobvious over Ito and Davis. 
Claim 21 

Claim 2 1 calls for, among other things; providing the beneficiary with a 
personal code. For those reasons previously discussed (see page 8 above), neither Ito 
nor Davis discloses the features recited in claim 21. 

For the reasons discussed above, each of the dependent claims 2-7, 9-13, 15- 
17, 19-23 and 25-32 are patentably distinct and unobvious over the combination oflto 
and Davis. Therefore, it is requested that the rejection of claims 2-7, 9-13, 15-17, 19- 

23 and 25-32 be withdrawn. 

In light of the foregoing, reconsideration and allowance of this application are 

respectfully requested. 

Respectfully submitted, 




COWAN, LIEBOWITZ & LATMAN, P.C. 
1133 Avenue of the Americas 
New York, NY 10036-6799 
(212)790-9200 



Mark Montague 
Reg. No. 36,612 
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